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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timety filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 25-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 25-48 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Clajm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

1 2) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 28 July 
2005 has been entered. 

2. Examiner notes that Claims 25 & 37 have been amended, and no claims have 
been added or cancelled. Claims not explicitly addressed herein are found to be 
addressed within prior Office Action dated 28 July 2005 as reiterated herein below, as 
Examiner finds the new claims obviously substantively similar to the originally presented 
claims. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

4. Claims 25 & 37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Examiner finds the amended portion of the claim 
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language, "and being the same data format as the data reproduced by said information 
terminal" to be indefinite, requiring correction. 

5. Specifically, Examiner finds that the phrase does not make sense where placed. 
Examiner believes Applicant meant to have the amended portion refer to the converted 
data; however, as written, the amended portion does not refer to the converted data. 

6. Additionally, Examiner finds the use of the word "reproduced" to be incorrect, as 
the claims make no mention of the information terminal reproducing anything. Examiner 
believes Applicant meant to use the word "requested" instead of "reproduced", as the 
claims clearly refer to the information terminal "requesting". 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. New Claims 25-48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over consideration of US Patent US 6,192,407 B1 to Smith in view of US Patent 
6,092,1 14 to Shaffer. 

9. Regarding Claims 25, 28-37 & 40-48, Smith discloses a data distribution system 
which comprises an information terminal for requesting distribution of information, and 
an information provider apparatus for providing information to the information terminal, 
(Abstract & Figs. 1-20), (per pending Claims 25 & 37), comprising: 
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- the information terminal automatically transmitting specifications of the 
information terminal when transmitting an information provision request 
which requests distribution of information, (Col. 15, lines 8-67 & Col. 
16, lines 1-59), (Examiner notes that PURL attributes associated with 
delivery would obviously include information terminal specifications, in 
order to secure document delivery, tracking of document receipt and 
format compatibility - Abstract); and 

- the information provider apparatus including: 

o a receiving unit for receiving the information provision request 
and the information terminal specifications transmitted from the 
information terminal, (Col. 15, lines 8-67 & Col. 16, lines 1-59); 

o a data storage unit for storing and managing various kinds of 
information data, (Col. 15, lines 8-67 & Col. 16, lines 1-59); 

o a data detection unit for detecting data corresponding to the 
information provision request received by the receiving unit from 
the data storage unit, (Col. 15, lines 8-67 & Col. 16, lines 1-59); 

o a data conversion unit for converting the data detected by the 
data detection unit so as to conform to the information terminal 
specifications received by the receiving unit, and being in the 
same data format as the data [requested] by said information 
terminal, (Fig. 5; Col. 5, lines 10-30; & Col. 10, lines 55-60); 
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o and a transmission unit for transmitting the data converted by 
the data conversion unit to the information terminal, (Col. 11, 
lines 3-24). 

10. Though Smith teaches a document delivery architecture, Smith does not 
specifically indicate transmission of specific multimedia types of data, namely, still 
picture data, wherein the specifications of the information terminal include information of 
at least one selected from a number of pixels, a tone, a compression ratio, a 
compression method, a number of reproducible pictures, and a storage capacity, (per 
pending Claims 28, 31 , 34, 40, 43 & 46); moving picture data, wherein the specifications 
of the information terminal include information of at least one selected from a number of 
pixels, a tone, a compression ratio, a compression method, a reproduction time and a 
storage capacity, (per pending Claims 29, 32, 35, 41 , 44 & 47); and audio data, wherein 
the specifications of the information terminal include information of at least one selected 
from a sampling rate, a frequency band, a compression ratio, a compression method, a 
reproduction time, and a storage capacity, (per pending Claims 30, 33, 36, 42, 45 & 48). 

1 1 . Shaffer discloses a data distribution system wherein the capabilities of the target 
device are considered in order to determine if a conversion is required, (Shaffer - 
Abstract), and which system supports multimedia applications, (Shaffer - Col. 5, lines 
51-64). It would have been have been obvious to one of ordinary skill in the art at the 
time of invention by Applicant to combine the teachings of Smith and Shaffer, the 
motivation for which is found within Shaffer, noting a need for a messaging method and 
system that provides for an efficient and reliable exchange of attached files in a multi- 
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application environment, (Shaffer - Col. 2, lines 25-27). Examiner further notes that 
specific information such as a number of pixels, a tone, a compression ratio, a 
compression method, a number of reproducible pictures, a reproduction time, a storage 
capacity, a sampling rate, and a frequency band would have been obvious to include 
within a request for data for a particular target device, particularly in view of a system 
capable of transmitting multimedia data, wherein proper and complete transmission of 
the same to multiple target devices was desired. Thus, Claims 25, 28-37 & 40-48 are 
found to be unpatentable over the combined teachings of Shaffer and Smith. 
12. Regarding Claims 26, 27, 38 & 39, Smith and Shaffer are relied upon for those 
teachings disclosed herein. Smith further discloses a data distribution system wherein 
the information provider apparatus further includes a charge management unit for 
deciding an amount of charges according to contents of data transmitted to the 
information terminal and charging an information user, (per pending Claims 3 & 4), (Col. 
3, line 67; Col. 4, lines 1-2; CoL 5, lines 1-3; Col. 7, lines 27-32; Col. 1, lines 52-56; & 
Fig. 11), and wherein the information provider apparatus further includes a client 
database for storing and managing utilization histories of information users, and the 
charge management unit decides an amount of charges according to utilization history 
of an information user, stored in the client database, and contents of data transmitted to 
the information terminal, and charges the information user, (per pending Claims 5 & 6), 
(Col. 12, lines 11-22; Col. 15, lines 8-67; & Col. 16, lines 1-59). Examiner notes that 
charge amount based on utilization history would have been obvious in light of Smith 
which teaches a billing/transaction association in addition to a transaction log and user 
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database. Thus, Claims 26, 27, 38 & 39 are found to be unpatentable over the 
combined teachings of Shaffer and Smith. 

Response to Arguments 

13. Applicant's arguments filed 14 December 2005, have been fully considered but 
they are not persuasive. Applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) 
because they do not clearly point out the patentable novelty which he or she thinks the 
claims present in view of the state of the art disclosed by the references cited or the 
objections made. 

14. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "converting the quality of the multimedia information to be transmitted to the 
information terminal according to the reproduction capability of the information terminal" 
and "conversion of data to reduce the amount of data ") are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). Examiner notes that both Smith and Shaffer teach a 
data conversion functionality, as noted herein above. Additionally, Examiner notes that 
Schaffer specifically teaches file-format conversion in a multimedia environment based 
on a determination of client resources, (Col. 2, lines 30-67 & Col. 3, lines 1-37). 

15. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
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are based on combinations of references. See In re Keller, 642 F.2d 41 3, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1 986). Examiner finds that the combined teachings of the references cited herein 
clearly and obviously encompass Applicant's invention, as claimed, in its entirety, 
rendering the same unpatentable. 

16, Regarding Applicant's argument that the combined references do not teach 
Applicant's claims as amended, Examiner respectfully disagrees. Applicant's amended 
claim language simply states that the data is converted to the same data format as the 
data [requested] by the information terminal. Broadly interpreted, "data format" may be 
read to encompass any type of data format. As Shaffer clearly teaches the comparing 
of attachment access requirements to client device capabilities followed by a conversion 
means, (Col, 2, lines 30-40), Examiner finds that Shaffer clearly and obviously reads 
upon Applicant's claims, as written. Additionally, Examiner would like to refer Applicant 
to the well-known means of data conversion and delivery as taught by the Murphy '380 
patent and the non-patent literature regarding the Windows Media Player, listed herein 
below as art not relied upon. 

17. Thus, as Examiner has completely addressed Applicant's amendment, and 
finding Applicant's arguments do not show how reconsideration avoids such references 
or objections. Examiner hereby maintains the original rejection of all claims in their 
entirety. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arrienne M. Lezak whose telephone number is (571)- 
272-3916. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571 )-272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). yn/ ■ ^ ^x? 



US Patent US 6,564,380 81 to Murphy; and 



Windows Media Player "Features", Microsoft Windows Technologies, 



Microsoft Corporation, 1999. 



Arrienne M. Lezak 
Examiner 
Art Unit 2143 
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